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DECI SI ON

NUVBER: 08/ Pdt . Sus- MEREK/ 2014/ PN. Nl AGA. JKT. PST

FOR JUSTI CE BASED ON THE BELI EF I N THE ONE ALM GHTY GOD

The Commrercial Court at the District Court of Central
Jakarta investigating and adm nistering justices to the Mrk

case has passed the followi ng decision in a case filed by:

DOCTOR' S ASSOCIATES INC., a Ilimted liability conpany
duly organi zed and existing under the Laws of the United
States of America, domiciled in Connecticut - US. S,
having its address on 325 Bic Drive, MIford, C 06461,
U S A in this case repr esent ed by its | egal
representatives, Damar Swarno Dw po, S. H, M H., and
Mftahul HIm, S H, MH, the Adovactes with their
registered office at Kantor Hukum Dw po, Lubis &
Partners, having its address at Gedung Anakinda, Lantai
6, JI. Prof. Dr. Soeponob, S.H, No. 27, Tebet - Jakarta
12810, I ndonesia, based on the Special Power of Attorney
dated Septenber 25, 2012, hereinafter referred to as

PLAI NTI FF,;

AGAI NST:

YOHANES WENDY TJI Ok, residing in North Jakarta -

I ndonesia, having his address on JI. Pluit Timur Blok T




Sel /52. RT. 002/009, Jakarta U ara. Hereinafter referred

t o as DEFENDANT:

The above Commerci al Court;

After reading the case files;

After exam ning the docunentary evidences;

REGARDI NG THE FACTS OF THE CASE

Considering that the Plaintiff by its statenent of claim
dated February 19, 2014, registered with the Cerk Ofice of
Commercial Court of Central Jakarta on February 19, 2014,
under t he case Regi st er Nunber : 08/ PDT. Sus-
VEREK/ 2014/ PN. NI AGA. JKT. PST, has filed a notion against the
Def endant to cancel the mark registered in the name of the

Def endant on the grounds as foll ows:

1. Whereas the Plaintiff is a well-known conpany from
Connecticut, United States of Anerica and also the sole
owner and the first user of the trademark & service mark
“SUBWAY” which has been internationally well-known

(Exhibit P-1).

2. Whereas the Plaintiff’s well-known mark “SUBWAY” has been
protected by the laws and regulations applicable in
| ndonesi a, particularly Law No. 15 of 2001 regardi ng Mark

as well as by the international conventions, particularly




TRIPs Agreenent and Paris Convention which have been
ratified by Indonesia, therefore the Plaintiff obviously
possesses the sole right to use the trademark & service
mark “SUBWAY” in Indonesia, of which the function is to
di stinguish the products or services of the Plaintiff

fromthe products or services of other parties.

Whereas the Plaintiff’s well-known mark “SUBWAY” has al so
been affirnmed by the Decision of the Commercial Court of
Centr al Jakarta No. 28/ MEREK/ 2009/ PN. NI AGA. JKT. PST
strengthened by the Decision of the Suprene Court of the
Republic of Indonesia No. 736 K/Pdt.Sus/2009 stating that
“The Plaintiff is the sole owner and the first userof the
mar k “SUBWAY” which has beeninternationally well-known,
thereforethe Plaintiff possesses the sole right to use

the aforesaid mark “SUBWAY"” (Exhibit P-2).

Wereas the word “SUBWAY” was invented by the Plaintiff
and deliberately nade as trademark & service mark by the
Plaintiff, in order to enable the consuners or the public
to distinguish the products or services of the Plaintiff
coming from Connecticut, United States of Anmerica from

the products or services of the other parties.

Whereas the Plaintiff has registered the trademark &

service mark “SUBWAY” in many countries, anong others in:




01.

02.

03.

04.

05.

06.

07.

08.

09.

10.

11.

United States of Anerica, class 42, No. 1,174, 608

dated Cctober 20, 1981 (Exhibit P-3);

United States of Anerica, classes 30 & 32, No.

1, 307, 341, dated Novenber 27, 1984 (Exhibit P-4);

United States of America, class 42, No. 1,524, 986,

dated February 14, 1989 (Exhibit P-5);

United States of Anerica, classes 35 & 42, No.

4,209, 543, dated Septenber 18, 2012 (Exhibit P-6);

United States of Anerica, classes 35 & 42, No.

4,209, 548, dated Septenber 18, 2012 (Exhibit P-7);

United States of Anerica, classes 9 & 35, No.

4,210, 120, dated Septenber 18, 2012 (Exhibit P-8);

United Kingdom class 43, No. 5814, dated Decenber

27, 1989 (Exhibit P-9);

United Kingdom classes 30, 32 & 43, No. 6270, dated

February 26, 1999 (Exhibit P-10);

Australia, class 42, No. 469418, dated July 22, 1987

(Exhibit P-11);

Australia, class 42, No. 469419, dated July 22, 1987

(Exhibit P-12);

New Zeal and, class 42, No. 194752, dated July 17,

1989 (Exhibit P-13);




12.

13.

14.

15.

16.

17.

18.

19.

20.

21.

New Zeal and, class 42, No. 295067, dated July 13,

1998 (Exhibit P-14);

New Zeal and, class 35, No. 820758, dated March 10

2010 (Exhi bit P-15);

New Zeal and, class 35, No. 820760, dated March 10,

2010 (Exhi bit P-16);

Si ngapore, class 42, No. T95/08869Z, dated Septenber

18, 1995 (Exhibit P-17);

Mal aysi a, class 43, No. 97018852, dated Decenber 01,

1997 (Exhibit P-18);

Papua New CGuniea, class 42, No. A 59, 517, dated May

28, 1996 (Exhibit P-19);

Phi li ppine, class 42, No. 49768, dated January 28,

1991 (Exhibit P-20);

Canada, class 42, No. TMA323,814, dated February 20,

1987 (Exhibit P-21);

Japan, classes 29, 30 & 31, No. 2251034, dated July

30, 1990 (Exhibit P-22);

| slami ¢ Republic of Iran, classes 29, 30, 31, 32, 35
& 39, No. 184497, dated April 26, 2008 (Exhibit P-

23);




22.

23.

24.

25.

26.

27.

28.

Republic of Lebanon, classes 29, 30, 35 & 43, No.
58709, dated August 21, 1992 which has been renewed
on Septenber 22, 2007 wunder Renewal No. 112924

(Exhibit P-24);

Federal Republic of German, classes 29, 30 & 43, No.

395 14 988, dated April 6, 1995 (Exhibit P-25);

Russi an Federati on, class 42, No. 96915, dat ed

October 17, 1990 (Exhibit P-26);

Mexi co, class 42, No. 376294, dated June 12, 1989

(Exhibit P-27);

Republic of Indonesia, class 30, Registration No.
280548, dated Cctober 05, 1992 which has been
renewed on October 28, 2002 with Renewal No. 519178
and renewed further on April 24, 2012 with Renewal

No. |1 DMD00368823 (Exhibit P-28);

Republic of Indonesia, class 32, Registration No.
280548, dated Cctober 05, 1992 which has been
renewed on October 28, 2002 with Renewal No. 519179
and renewed further on April 24, 2012 with Renewal

No. |1 DVMD00368814 (Exhibit P-29);

Republic of Indonesia, class 43, Registration No.
| DMD00281385, dated Novenber 23, 2010 (Exhibit P-

30) ;




Wiereas the Plaintiff’'s trademark & service mark “SUBVWAY”
is undoubtedly an internationally well-known nark, since
in addition to their registrations in the above
countries, the Plaintiff’'s trademark & service mark
“SUBWAY” have also been registered in several other
countries, namely: Afghani stan, Al geria, Andorra, Angol a,
Antiqua & Barbuda, Argentina, Aruba, Austria, Azerbaijan,
Bahama |sl ands, Bahrain, Bangladesh, Barbados, Bel arus,
Bel i ze, Benelux, Bernuda, Bolivia, Bosnia-Herzegovina,
Brazil, Brunei , Bul gari a, Canbodi a, Canada, Cayman
| slands, Chile, China, Colonbia, Costa R ca, Croatia,
Cuba, Cypr us, Czech Republ i c, Dennar K, D i bouti,
Doni ni ca, Domi ni can Republ i c, Ecuador, Egypt, El
Sal vador, Estonia, European Community, Falkland 1sland,
Fiji, Finland, France, Georgia, Ghana, Gbraltar, G eek,
G enada, Guat emal a, Hondur as, Hong Kong, Hungary,
lceland, India, Ireland, Israel, Italy, Jamaica, Jordan,
Kazakhst an, Kenya, Kuwait, Kyrgyz, Laos, Latvia, Lebanon,
Li beri a, Li echtenstein, Lithuania, Macau, Macedoni a,
Madrid Protocol, Malawi, Malta, Mauritius, Mol dova,
Monaco, Mongol i a, Mont enegr o, Mor occo, Nam bi a,
Net herl and Antilles, Ni car agua, Nor way, QAPI Oman,
Paki st an, Pananma, Par aguay, Per u, Pol and, Por t ugal ,
Qatar, Romania, Saudi Arabia, Serbia, Slovak Republic,
Sl ovenia, South Africa, South Korea, Spain, Sri Lanka,

St. Helena, St. Kitts-Nevis, St. Lucia, St. Vincent & the




G enadi nes, Suriname, Swaziland, Sweden, Switzerland,
Tai wan, Taji ki stan, Tangier, Tanzania, Thailand, Trinidad
& Tobago, Tunisia, Turkey, Turks & Caicos, Ukraine,
United Em rates Arab, Uruguay, Venezuela, Vietnam Yenen,

Zanbi a, Zanzi bar, Zi nbabwe (Exhibit P-31).

Wiereas in addition to the trademark & service mark
“SUBWAY” which have been registered in the countries
specified above, the Plaintiff has also filed an
application for registration of the nmark “SUBWAY’ to the
Directorate Ceneral of Intellectual Property of the
Mnistry of Law and Human Rights of the Republic of
| ndonesia on Cctober 10, 2012 under Agenda No.
J002012048402 to protect the services included in class
35, nanely stores, wholesale agents, whol esale services
and retailers relating to the services in providing foods

and beverages for consuners (Exhibit P-32).

Wiereas it has cone to the attention of the Plaintiff

that the Defendant w thout the prior consent of the
Plaintiff has registered the mrk “SUBWAY" wth the
Directorate GCeneral of Intellectual Property of the
Mnistry of Law and Human Rights of the Republic of
| ndonesi a under Regi stration No. | DMD00349842, on
February 29, 2012 to protect the services included in
class 35, nanely stores, departnent stores, supernmarkets,

m ni mar ket s, whol esal e agents (Exhibit P-33).




Wereas the Plaintiff highly objects the registration of
mark  “ SUBVWAY” under Regi stration  No. | DMD00349842
registered by the Defendant (Vide Exhibit P-33), since
the mark “SUBWAY” of the Def endant clearly has
substanti al and entire simlarity for simlar or
unsimlar services to the mark “SUBWAY” of the Plaintiff,
either from the shape, positioning, witing, conbination
of elenments or from the pronunciation. This has clearly
proven bad faith of +the Defendant to take-over the
Plaintiff’'s mark “SUBWAY” and or to share the fane,
imtate, and counterfeit the Plaintiff’s mark “SUBWAY”
whi ch has been internationally well-known and registered
in many Countries (Vide Exhibit P-2 to P-31), therefore
the registration of mark “SUBWAY” by the Defendant shoul d
be classified as a registration with bad faith, and
therefore does not deserve any |egal protection, as
specified in Article 4 (as elaborated)in conjunction
withArticle 6 paragraph (1) letter a and b (as
el aborated)in conjunction withArticle 6 paragraph (2) of

Law No. 15 of 2001 regarding Mark.

Wereas since the Defendant’s mark “SUBWAY” s very
simlar to the Plaintiff’'s mark “SUBWAY", if both marks
are used concurrently in businesses, they will certainly
create a condition of wunfair conpetition, deceiving, or

m sl eadi ng the public as the consuners who will consider




that the services from the Defendant using the mark
“SUBWAY” are services from the Plaintiff and this wll

certainly be very detrinental to the Plaintiff.

Wereas it is hard to inmagine other intention of the
Def endant registering the mark “SUBWAY” which is
substantially and entirely simlar to the Plaintiff’s
mark “SUBWAY”, but only to share the fane, imtate,
counterfeit, and taking advantage unilaterally from the
fame of the Plaintiff’s mark “SUBWAY” which has been
pai nst aki ngly devel opedby the Plaintiff for many years at
great cost, including the expenses to obtain |ega
protection to the mark “SUBWAY” in many countries as well
as the pronotional/ advertisenent costs in order to
introduce the products and services to the whole world

(Exhibit P-34).

Wiereas since the Plaintiff is the soleowner and the
first wuser of the wmark “SUBWAY" which has been
internationally well-known and since the Plaintiff has
also filed an application for registration of the mark
“SUBWAY” to the Directorate General of Intellectua
Property of the Mnistry of Law and Human Rights of the
Republic of Indonesia on Cctober 10, 2012 under Agenda
No. J002012048402 to protect the services included in
class 35, nanely stores, wholesale agents, wholesale

services and retailers relating to the services in




provi ding foods and beverages for consuners (Exhibit P-
32), then the Plaintiff has a strong legal ground to file
a nmotion for cancellation of registration of the mark
“SUBWAY” under Registration No. |1DWVM00349842 in the nane
of the Defendant, as referred to in Article 68 paragraph
(1) and paragraph (2) in conjunction wth Article 4,
Article 6 paragraph (1) letter a and b and Article 6

par agraph (2) of Law No. 15 of 2001 regardi ng MarKk.

Wereas in view of the fame of the Plaintiff’s mark
“SUBWAY” and since the Defendant’s mark “SUBWAY” has
simlarity to the Plaintiff’s mark “SUBWAY”, it should be
believed that if both marks are wused concurrently in
busi nesses, they wll <certainly create a condition of

unfair conpetition, deceiving, or msleading the public
as the consuners who will consider that the services from
the Defendant using the mark “SUBWAY” are services from
the Plaintiff and this wll certainly be very detrinental

to the Plaintiff . Based on the aforesaid matters, the
Plaintiff also has strong legal grounds to request the
cancel lation of registration of the mark *“SUBWAY" under

Regi stration No. | DMD00349842 in the nane of the

Def endant .

Wereas the Plaintiff pleads with the Panel of Judges of
the Commercial Court of Central Jakarta to order the

Directorate Ceneral of Intellectual Property of the




Mnistry of Law and Human Rights of the Republic of
| ndonesia to cancel the registration of the mark *SUBWAY”
under Registration No. |DW00349842 in the nane of the
Def endant from the General Register of Marks, and further
to announce the cancellation of the registration of the
said mark in Mark Gazette, as referred to in Article 70
paragraph 3 in conjunction with Article 71 of Law No. 15

of 2001 regardi ng MarKk.

Based on the aforesaid grounds, the Plaintiff pleads with the
Panel of Judges of the Commercial Court of Central Jakarta, to

deci de as foll ows:

1. To grant the Plaintiff’s notion entirely;

2. To declare that the Plaintiff is the sole owner and the
first user of the mark “SUBWAY” which has been
internationally well-known, therefore the Plaintiff has

the exclusive right to use the mark “SUBWAY”;

3. To declare that the mark “SUBWAY” under Registration No.
| DMD00349842 in the nanme of the Defendant has both
substantial and entire simlarity to the Plaintiff’'s mark

“ SUBVWAY” ;

4. To declare the cancellation of registration of the mark
“SUBWAY” under Registration No. |1DW00349842 in the nane

of the Defendant with all the |egal consequences;




5. To order the Directorate General of Intellectual Property
of the Mnistry of Law and Human Rights of the Republic
of I ndonesia to cancel the registration of mark *“SUBWAY”
under Registration No. [|DW00349842 in the nane of the
Def endant from the General Register of Marks, and further
to announce the cancellation of the registration of the

said mark in Mark Gazette
6. To penalize the Defendant to pay the court costs.

O, if the Panel of Judges of the Commercial Court of Centra
Jakarta has any other opinion, the Plaintiff requestthe Panel
of Judges to decide in justice and fairness (ex aequo et

bono) .
Consi dering that on the pre-appointed hearing day, for:

The Plaintiff appeared its l|egal representativesDamar
Swarno Dm po, SSH, MH, and Mftahul HIm, S H, MH
the Advocates wth their registered office at Kantor
Hukum Dw po, Lubis & Partners, having its address at
Gedung Anaki nda, Lantai 6, JlI. Prof. Dr. Soepono, S. H
No. 27, Tebet - Jakarta 12810, |ndonesia, based on the

Speci al Power of Attorney dated Septenber 25, 2012;

The Defendant did not appear nor send any authorized
person as its representative in the hearing, though the
Def endant has been legally and dully sumoned according

to t he court summons No.




08/ Pdt . Sus/ Mer ek/ 2014/ PN. Ni aga. Jkt. Pst dated February 08,
2014 and general summonspublished in Bisnis |ndonesia
newspaper dated March 10 and 20, 2013, this investigation
Is — wthout the presence of the Defendant — proceeded
with the reading of the Plaintiff's statenent of claim
and for the questions of the Presiding Judge, the
Plaintiff’s legal representatives stated to remain on

their notion argunents;

Considering that the Plaintiff has submtted docunentary
evidences in the form of copies of documents, duly stanped in
accordance with the applicable laws and regulations, and

verified against the original copy, as follows:

1. Exhibit P-1 : Oiginal; Affidavit of the Plaintiff
legalized by a Public Notary of the
State of Connecticut, United States of
America, dated Novenber 21, 2013 stating
that the Plaintiff is a well-known
conpany from Connecticut, United States
of Anerica and also the sole owner and
the first wuser of the trademark &
service mark “SUBWAY" which has been
internationally well-known.
Exhi bit P-1A : Certified and sworn translation in

Bahasa | ndonesi a of the Exhibit P-1.




2.

3.

Exhi bi t

Exhi bi t

P-2 :

P-3 :

Verified copy in accordance wth the
original; Oficial Copy of the Decision
of the Commercial Court of Central
Jakarta No.
28/ MEREK/ 2009/ PN. NI AGA. JKT. PST

st rengt hened by t he Juri sprudence/
Decision of the Suprenme Court of the
Republic of | ndonesi a No. 736
K/ Pdt . Sus/ 2009 between the Plaintiff
agai nst the Defendant of which one of
the decision points in the principal
case stating that the “Plaintiff” is the
sole owner and the first wuser of the
mar k “ SUBVWAY” whi ch has been
internationally well-known, t herefore
the Plaintiff has the exclusive right to
use the said mark “SUBWAY”.

Verified copy in accordance wth the
original; Copy of the Certificate of
Registration of the Plaintiff’s Mark in
the United States of Anmerica, class 42,
No. 1,174,608, dated October 20, 1981
legalized by the Certifying Oficer
under the authority of the Secretary of

Chanber of Commerce of the United States




4.

5.

Exhi bi t

Exhi bi t

Exhi bi t

Exhi bi t

P-3A :

P-4 :

P- 4A :

P-5 :

Intellectual Property and the Director
of the United States Pat ent and
Trademark O fice.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-3.
Verified copy in accordance wth the
original; Copy of the Certificate of
Regi stration of the Plaintiff’s Mark in
the United States of America, classes 30
& 32, No. 1,307,341, dated Novenber 27,
1984 legalized by the Certifying Oficer
under the authority of the Secretary of
Chanber of Commerce of the United States
Intellectual Property and the Director
of the United States Pat ent and
Trademark O fice.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-4.
Verified copy in accordance wth the
original; Copy of the Certificate of
Registration of the Plaintiff’s Mark in
the United States of Anerica, class 42,
No. 1,524,986, dated February 14, 1989
legalized by the Certifying Oficer

under the authority of the Secretary of




6.

7.

Exhi bit P-5A :

Exhi bit P-6 :

Exhi bit P-6A :

Exhi bit P-7 :

Chanber of Commerce of the United States
Intellectual Property and the Director
of the United States Pat ent and
Trademark O fice.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-5.
Verified copy in accordance wth the
original; Copy of the Certificate of
Regi stration of the Plaintiff’s Mark in
the United States of America, classes 35
& 42, No. 4,209,543, dated Septenber 18,
2012 legalized by the Certifying Oficer
under the authority of the Secretary of
Chanber of Commerce of the United States
Intellectual Property and the Director
of the United States Pat ent and
Trademark O fice.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-6.
Verified copy in accordance wth the
original; Copy of the Certificate of
Regi stration of the Plaintiff’s Mark in
the United States of America, classes 35
& 42, No. 4,209,548, dated Septenber 18,

2012 legalized by the Certifying Oficer




8.

9.

Exhi bit P-7A :

Exhibit P-8 :

Exhi bit P-8A :

Exhi bit P-9 :

under the authority of the Secretary of
Chanber of Commerce of the United States
Intellectual Property and the Director
of the United States Pat ent and
Trademark O fice.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-7.
Verified copy in accordance wth the
original; Copy of the Certificate of
Registration of the Plaintiff’s Mark in
the United States of Anerica, classes 9
& 35, No. 4,210,120, dated Septenber 18,
2012 legalized by the Certifying Oficer
under the authority of the Secretary of
Chanber of Commerce of the United States
Intellectual Property and the Director
of the United States Pat ent and
Trademark O fice.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-8.
Verified copy in accordance wth the
original; Copy of the Certificate of
Regi stration of the Plaintiff’s Mark in
the United Kingdom class 43, No. 5814,

dat ed Decenber 27, 1989 |egalized by the




10.

11.

Exhi bit P-9A :

Exhi bit P-10 :

Exhi bit P-10A :

Exhi bit P-11

Exhibit P-11A :

General Comm ssioner of Patent, Design
and Trademark of the United Kingdom
Intellectual Property Ofice.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-9.
Verified copy in accordance wth the
original; Copy of the Certificate of
Regi stration of the Plaintiff’s Mark in
the United Kingdom classes 30, 32, &
43, No. 6270, dated February 26, 1999
| egalized by the General Comm ssioner of

Patent, Design and Trademark of the

United Kingdom Intellectual Property
Ofice.
Certified and sworn translation in

Bahasa | ndonesia of the Exhibit P-10.
Verified copy in accordance wth the
original; Copy of the Certificate of
Regi stration of the Plaintiff’s Mark in
Australia, class 42, No. 469418, dated
July 22, 1987 legalized by the Trademark
Registrar of the Australia Trademark
Ofice.

Certified and sworn translation in

Bahasa | ndonesi a of the Exhibit P-11.




12.

13.

14.

Exhibit P-12 :

Exhi bit P-12A :

Exhi bit P-13 :

Exhi bit P-13A :

Exhi bit P-14 :

Verified copy in accordance wth the
original; Copy of the Certificate of
Registration of the Plaintiff’s Mark in
Australia, class 42, No. 469419, dated
July 22, 1987 legalized by the Trademark
Registrar of the Australia Trademark
Ofice.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-12.
Verified copy in accordance wth the
original; Copy of the Certificate of
Regi stration of the Plaintiff’s Mark in
New Zeal and, class 42, No. 194752, dated
July 17, 1989 | egal i zed by t he
Comm ssioner of Patent, Trademark and
Design of the New Zealand Intellectual
Property O fice.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-13.
Verified copy in accordance wth the
original; Copy of the Certificate of
Regi stration of the Plaintiff’s Mark in
New Zeal and, class 42, No. 295067, dated
July 13, 1998 | egal i zed by t he

Conmm ssioner of Patent, Trademark and




15.

16.

17.

Exhi bi t

Exhi bi t

Exhi bi t

Exhi bi t

Exhi bi t

Exhi bi t

P- 14A :

P-15 :

P- 15A :

P-16 :

P- 16A :

P-17 :

Design of the New Zealand Intellectual
Property O fice.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-14.
Verified copy in accordance wth the
original; Copy of the Certificate of
Registration of the Plaintiff’s Mark in
New Zeal and, class 35, No. 820758, dated
Mar ch 10, 2010 | egal i zed by the
Assi stant Conmm ssioner of Trademark of
the New Zealand Intellectual Property
Ofice.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-15.
Verified copy in accordance wth the
original; Copy of the Certificate of
Registration of the Plaintiff’s Mark in
New Zeal and, class 35, No. 820760, dated
Mar ch 10, 2010 | egal i zed by the
Assi stant Conmm ssioner of Trademark of
the New Zealand Intellectual Property
Ofice.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-16

Verified copy in accordance wth




18.

19.

Exhi bi t

Exhi bi t

Exhi bi t

Exhi bi t

Exhi bi t

P-17A :

P-18 :

P- 18A :

P-19 :

P-19A :

the original; Copy of the Certificate of
Regi stration of the Plaintiff’s Mark in
Si ngapore, <class 42, No. T95/08869Z,
dated Septenber 18, 1995 legalized by
the Trademark Registrar of the Singapore
Trademark O fice.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-17.
Verified copy in accordance wth the
original; Copy of the Certificate of
Regi stration of the Plaintiff’s Mark in
Mal aysia, class 43, No. 97018852, dated
Decenber 01, 1997 legalized by the
Trademark Registrar of the Malaysia
Intell ectual Property Agency.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-18.
Verified copy in accordance wth the
original; Copy of the Certificate of
Registration of the Plaintiff’s Mark in
Papua New Quinea, class 42, No. A 59,
517 dated May 28, 1996 |egalized by the
Trademark Registrar of the Papua New
Qui nea Intellectual Property Ofice.

Certified and SWOr n transl ati on in




20.

21.

22.

Exhi bi t

Exhi bi t

Exhi bi t

Exhi bi t

Exhi bi t

P-20 :

P- 20A :

P-21 :

P-21A :

pP-22 :

Bahasa | ndonesia of the Exhibit P-19.
Verified copy in accordance wth the
original; Copy of the Certificate of
Regi stration of the Plaintiff’s Mark in
Philippine, class 42, No. 49768, dated
January 28, 1991 legalized by the
Trademar k Regi strar under the authority
of the Director of Trademark Bureau of
the Philippines Intellectual Property
Ofice.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-20.
Verified copy in accordance wth the
original; Copy of the Certificate of
Regi stration of the Plaintiff’s Mark in
Canada, class 42, No. TMA323, 814, dated
February 20, 1987 legalized by the
Certifying Oficer of t he Canada
Intell ectual Property Ofice.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-21.
Verified copy in accordance wth the
original; Copy of the Certificate of
Registration of the Plaintiff’s Mark in

Japan, classes 29, 30 & 31, No. 2251034,




23.

24.

Exhi bit P-22A :

Exhi bit P-23 :

Exhi bit P-23A :

Exhi bit P-24 :

dated July 30, 1990 legalized by the
Comm ssioner of Patent of the Japan
Intellectual Property Ofice.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-22.
Verified copy in accordance wth the
original; Copy of the Certificate of
Regi stration of the Plaintiff’s Mark in
the Islamc Republic of Iran, classes
29, 30, 31, 32, 35 & 39 No. 184497,
dated April 26, 2008 l|egalized by the
Head of Registration and Intellectual
Property of t he I ran I ntell ectual
Property O fice.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-23
Verified copy in accordance wth the
original; Copy of the Certificate of
Regi stration of the Plaintiff’s Mark in
the Republic of Lebanon, classes 29, 30,
35 & 43 No. 58709, dated August 21, 1992
whi ch has been renewed on Septenber 22,
2007 under Renewal No. 112924 |egali zed
by the Head of Lebanon Intellectual

Property O fice.




25.

26.

27.

Exhi bi t

Exhi bi t

Exhi bi t

Exhi bi t

Exhi bi t

Exhi bi t

P- 24A :

P-25 :

P- 25A :

P-26 :

P- 26A :

pP-27 :

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-24.
Verified copy in accordance wth the
original; Copy of the Certificate of
Regi stration of the Plaintiff’s Mark in
the Federal Republic of Gernan, classes
29, 30 & 43 No. 395 14 988, dated April
6, 1995 legalized by the Certifying
Oficer of the Cerman Patent and
Trademark O fice.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-25.
Verified copy in accordance wth the
original; Copy of the Certificate of
Regi stration of the Plaintiff’s Mark in
the Russian Federation, class 42, No.
96915, dated Cctober 17, 1990 |egalized
by the Head of the Russian Patent
Ofice.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-26.
Verified copy in accordance wth the
original; Copy of the Certificate of
Registration of the Plaintiff’s Mark in

Mexi co, class 42, No. 376294, dated June




28.

29.

Exhi bit P-27A :

Exhi bit P-28 :

Exhi bit P-29 :

12, 1989 legalized by the Certifying
Oficer of the Mexico Intellectual
Property O fice.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-27.
Copy of the Certificate of Registration
of the Plaintiff’s Mark in the Republic
of Indonesia, class 30, Registration No.
280548, dated Cctober 05, 1992, renewed
on Cctober 28, 2002 under Renewal No.
519178 and renewed further on April 24,
2012 under Registration No. |DW00368823
and verified as a true copy by the Head
of Mark Adm nistration Sub-Section (on
behalf of the Drector of Mrk), the
Directorate  General of I ntellectual
Property of the Departnent of Law and
Human Ri ghts of t he Republ i c of
| ndonesi a.

Copy of the Certificate of Registration
of the Plaintiff’s Mark in the Republic
of Indonesia, class 32, Registration No.
280548, dated OCctober 05, 1992, renewed
on Cctober 28, 2002 under Renewal No.

519179 and renewed further on April 24,




30.

31.

Exhi bit P-30 :

Exhi bit P-31 :

2012 under Registration No. |DW00368814
and verified as a true copy by the Head
of Mark Adm nistration Sub-Section (on
behalf of the Drector of Mrk), the
Directorate  General of I ntellectual
Property of the Departnent of Law and
Human Ri ghts of t he Republ i c of
| ndonesi a.

Copy of the Certificate of Registration
of the Plaintiff’s Mark in the Republic
of Indonesia, class 43, Registration No.
| DMD00281385, dated Novenber 23, 2010
and verified as a true copy by the Head
of Mark Adm nistration Sub-Section (on
behalf of the Drector of Mrk), the
Directorate  General of I ntellectual
Property of the Departnent of Law and

Human Ri ghts of t he Republ i c of

| ndonesi a.
Original; Al i nt ernati onal
regi strations of t he Plaintiff's

trademark and service nmark "SUBWAY" in
sone countries, verified as true copy
and legalized by a Public Notary of the

State of Connecticut, United States of




32.

33.

Exhi bit P-31A :

Exhi bi t

Exhi bi t

P-32 :

P-33 :

Anerica, on February 7, 2013.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-31.
Verified copy in accordance wth the
original; Application for registration
of the mark “SUBWAY”. Agenda  No.
J002012048402, dated October 10, 2012
filed by t he Plaintiff to t he
Directorate  Ceneral of I ntel | ectual
Property of the Departnent of Law and
Human Ri ghts of t he Republ i c of
| ndonesia to pr ot ect the services
included in class 35, nanely stores,
whol esal e agents, whol esal e services and
retailers relating to the services in
providing foods and bever ages for
CONSUIEers.

Copy of t he Certificate of t he
Defendant’s Mark in the Republic of
| ndonesia, class 35, Registration No.
| DMD00349842, dated February 29, 2012
whi ch has been verified as a true copy
by the Head of Mark Adm nistration Sub-
Section (on behalf of the Director of

Mar k) , t he Directorate  General of




34.

35.

Exhibit P-34 :

Exhi bit P-35 :

Intell ectual Property of the Departnent
of Law and Human Rights of the Republic
of I ndonesi a.

Origi nal ; Adverti senents of t he
Plaintiff's trademark & service mark
“SUBVWAY” in various printed nmedia which
have been published by the Plaintiff
| ong before the Defendant who, w thout
prior consent from the Plaintiff,
registering the nmark “SUBWAY’ to the
Directorate  General of I ntellectual
Property of the Departnent of Law and
Human Ri ghts of t he Republ i c of
| ndonesi a under Regi stration No.
| DMD00349842, dated February 29, 2012 to
protect the services included in class
35, nanmely stores, wholesale agents,
whol esal e services and retailers
relating to the services in providing
f oods and beverages for consumers.

Copy of License Agreenent, Assignnent
Agr eement and  Sub-License Agreenent
legalized by a Public Notary of the
State of Connecticut, United States of

Anmerica, dated June 13, 2013 stating




36.

37.

Exhi bi t

Exhi bi t

Exhi bi t

Exhi bi t

P- 35A

P-36 :

P- 36A :

P-37 :

that the Plaintiff has licensed its
subsi diary, SUBWAY | NTERNATI ONAL B.V.,
to open “SUBWAY” restaurants or outlets
in many countries in the world and to
pronote the system of and trademark &
service mark “SUBWAY” of thePlaintiff by
entering into main franchise agreenent,
franchi se agreenent or devel opnent agent
agreenent, of which the benefits are for
reputation, goodwill, and profits for
the Plaintiff.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-35.
Oiginal; Docunent of Franchise Ofer
for Prospective Franchisee |egalized by
a Public Notary of the State of
Connecticut, United States of Anerica,
dated June 13, 2013 specifying the list
of "SUBWAY" restaurants or outlets in
many countries in the world.

Certified and sworn translation in
Bahasa | ndonesia of the Exhibit P-36.
Jurisprudence [/ Decision of Suprene
Court of the Republic of Indonesia No.

020 K/ N HaKl /2006 downl oaded by the




38.

Exhi bit P-38 :

Plaintiff from the Oficial Wbsite of
the Supreme Court of the Republic of
| ndonesi a

(http://putusan. mmhkamahagung. go. i d/ mai n

/ pencari an/ ?g=yong+ma) of which sone of

the decision points stating that “the
mark YONG MA in the nane of the
Def endant under Registration No. 382737
and No. 424169 has substanti al

simlarity to the mark YONG MA of the
Plaintiff and stating the cancellation
of the registration of the Defendant’s
mark under Registration No. 382737 and
No. 424169 W th al | t he | ega

consequences”, despite the products
protected by the mark YONG MA in the
name of the Defendant under Registration
No. 382737 and No. 424169 are not
simlar to those protected by the mark
YONG MA of the Plaintiff with one of
| egal considerations that the mark YONG
VA of t he Plaintiff is an
internationally well-known nark.

Copy of Article 68 paragraph (1) and

paragraph (2), Article 4, Article 6



http://putusan.mahkamahagung.go.id/main/pencarian/?q=yong+ma�
http://putusan.mahkamahagung.go.id/main/pencarian/?q=yong+ma�
http://putusan.mahkamahagung.go.id/main/pencarian/?q=yong+ma�

paragraph (1) letter a and b and Article
6 paragraph (2) of Law No. 15 of 2001
regarding Mark as elaborated which are
the legal grounds for the Plaintiff in
filing a motion for cancellation of the
registration of the mark “SUBWAY” under
Regi stration No. |1Dw00349842 in the

nane of the Defendant.

Considering that further the Plaintiff has offered its
conclusion on April 29, 2014 and the detailed attached to this

case file;

Considering that further the Plaintiff stated not to

filing anything el se and asked for a deci sion;

Considering, that to nake the description of this
decision brief, anything took place and contained in the
m nutes of proceedings of this case should be considered

i ncluded and integral part of this decision;

REGARDI NG THE LEGAL CONSI DERATI ON

Considering that on the pre-appointed hearing day, the
Plaintiff appeared its Jlegal representatives, while the
Def endant di d not appear nor send any authorized person as its
representative in the hearing, though the Defendant has been

legally and dully sumoned according to the court summons No.




08/ Pdt . Sus/ Mer ek/ 2014/ PN. Ni aga. Jkt. Pst dated February 08, 2014
and general summons published in Bisnis |ndonesia newspaper
dated March 10 and 20, 2013, therefore the Panel of Judges
wll decide this case wthout the presence of the Defendant

(verstek);

Considering that before exam ning the principal argunents
of the Plaintiff’s notion, Panel of Judges wll firstly
exam ne about whether or not the Plaintiff nmay file a notion
for cancellation of the registration of the mark *“SUBWAY”
under Registration No. [1DW00349842 in the name of the

Def endant as the Plaintiff’s notion argunments nentioned above;

Considering that article 69 paragraph (1) of Law No. 15
of 2001 regarding Mark specifying that *“A notion for
cancel lation of a mark registration may only be filed within 5

(five) years fromthe registration date of the mark”;

Considering that article 68 paragraph (2) Law No. 15 of
2001 regarding Mark also specifying that “The owner of
unregistered mark my file a notion as referred to in
paragraph (1) after filing an application to the Directorate

General”

Considering that based on Exhibit P-32, it is evident
that the Plaintiff has filed an application for registration
of the mark®”SUBWAY” for class of products/ services 35 to the

Directorate General of Intellectual Property of the Mnistry




of Law and Human Rights of the Republic of Indonesia on

Cct ober 10, 2012;

Considering that based on Exhibit P-33, it is evident
that the Defendant has registered the nmark “SUBWAY” on
February 29, 2012 under Registration Nunber |DWM00349842 for
class of NCL9 35 to the Directorate Ceneral of Intellectual
Property of the Mnistry of Law and Hunman Rights of the

Republ i ¢ of | ndonesi a;

Considering that the Plaintiff has filed a notion with a
statenent of claim dated February 19, 2014 which has been
registered with the Cerk Ofice of Comercial Court of
Central Jakarta on February 19, 2014 under the case Register

Nunber: 08/ PDT. Sus- MEREK/ 2014/ PN. NI AGA. JKT. PST,;

Wher eas based on the above considerations, it is evident
that the notion for cancellation of the mark “SUBWAY" of the
Defendant filed by the Plaintiff is still within the period
specified in article 69 paragraph (1) of Law No. 15 of 2001
regarding Mark, and the Plaintiff has filed an application for
registration of the mark “SUBWAY" for class of products/
services 35 to the Directorate General of Intellectual
Property of the Mnistry of Law and Hunman Rights of the
Republic of Indonesia on October 10, 2012, therefore this

motion is formally accepted;




Consi dering that further the Panel of Judges w |l exam ne

the Plaintiff’s principal notion as foll ows;

Considering that the purposes of the Plaintiff’s notion

are as nentioned above;

Consi dering that the Plaintiff’s notion argunents
substantially stating that the Plaintiff is a well-known
conpany from Connecticut, United States of America and also
the sole owner and the first user of the trademark & service
mark “SUBWAY” which has been internationally well-known
(Exhibit P-1) by registering the trademark & service mark
“SUBWAY” in many countries in the world, and the Plaintiff’s
wel | -known mark “SUBWAY” has been protected by the laws and
regul ations applicable in Indonesia, particularly Law No. 15
of 2001 regarding Mark as well as by the internationa
conventions, particularly TRIPs Agreenent and Paris Convention
whi ch have been ratified by Indonesia, therefore the Plaintiff
obvi ously possesses the exclusive right to use the trademark &
service mark “SUBWAY” in Indonesia, of which the function is
to distinguish the products or services of the Plaintiff from
the products or services of other parties. Wiere the Plaintiff
also has filed an application for registration of the mark
“SUBWAY” to the Directorate Ceneral of Intellectual Property
of the Mnistry of Law and Human Rights of the Republic of
| ndonesia on October 10, 2012 under Agenda No. J002012048402

to protect the services included in class 35, nanely stores,




whol esal e agents, whol esale services and retailers relating to
the services in providing foods and beverages for consuners
(Exhibit P-32). However, it has conme to the attention of the
Plaintiff, that the Defendant w thout the prior consent of the
Plaintiff has registered the mark *“SUBWAY” with the
Directorate General of Intellectual Property of the Mnistry
of Law and Human Rights of the Republic of Indonesia under
Regi stration No. |1DwW00349842, on February 29, 2012 to protect
the services included in class 35, nanely stores, departnent
stores, supernmarkets, mnimarkets, wholesale agents (Exhibit

P- 33) .

That the Plaintiff highly objects the registration of
mar k “SUBWAY” under Registration No. |DW00349842 registered
by the Defendant (Vide Exhibit P-33), since the mark *“SUBWAY”
of the Defendant clearly has substantial and entire simlarity
for simlar or unsimlar services to the mark “SUBWAY" of the
Plaintiff, either from the shape, positioning, witing,
conbi nation of elements or from the pronunciation. This has
clearly proven bad faith of the Defendant to take-over the
Plaintiff’s mark “SUBWAY” and or toshare the fane, imtate,
and counterfeit the Plaintiff’'s mark “SUBWAY” which has been
internationally well-known and registered in nmany Countries
(Vide Exhibit P-2 to P-31), therefore the registration of mark
“SUBWAY” by the Defendant should be <classified as a

registration with bad faith, and therefore does not deserve




any | egal protection, as specified in Article 4 (as
el aborated)in conjunction withArticle 6 paragraph (1) letter a
and b (as elaborated)in conjunction withArticle 6 paragraph

(2) of Law No. 15 of 2001 regardi ng Mark.

It should be believed that if both marks are used
concurrently in businesses, they wll certainly create a
condition of unfair conpetition, deceiving, or msleading the
public as the consuners who wll consider that the services
from the Defendant using the mark “SUBWAY” are services from
the Plaintiff and this will certainly be very detrinental to
the Plaintiff. Based on the aforesaid matters, the Plaintiff
al so has strong |egal grounds to request the cancellation of
registration of the mark “SUBWAY" under Registration No.

| DMD00349842 in the nane of the Defendant;

Considering that to strengthen its notion argunents, the

Plaintiff has submtted Exhibits marked P-1 to P-38;

Considering that Article 68 paragraph (1) of Law No. 15
of 2001 regarding Mark specifying that: “A notion for
cancellation of a registered mark my be filed by an
interested party based on the reasons specified in Article 4,

Article 5 or Article 6”

Considering that article 6 paragraph (1) of Law No. 15 of
2001 regarding Mark specifying that an application shall be

rejected by the Directorate General if the Mark:




a. has substantial and entire simlarity to the Mark of
ot her parties which has already been registered before

for simlar products and/or services;

b. has substantial and entire simlarity to certain well-
known Mark of other parties for simlar products and/or

servi ces;

c. has substanti al and entire simlarity to the

i ndi cati on-geography whi ch has al ready known by public;

Consi dering that when viewi ng the provisions of article 6
paragraph (1) letter b of Law No. 15 of 2001 regarding Mark
menti oned above, the application for registration of a mark
shall be rejected if it has substantial and entire simliarity
to a well-knowmm mark of other parties for simlar products

and/ or services;

Considering that since the nmeaning of a well-known mark
is not regulated in Law No. 15 of 2001 regarding Mark, the
definition of a well-known mark can be concluded from the
expl anation of Article 6 paragraph (1) letter b of Law No. 15
of 2001 regarding Mark explaining that the Rejection of
Application of a mark wth substantial and entire simlarity
to a well-known Mark for simlar products and/or services is
based on the public awareness of the Mark in the relevant
industry. In addition, this rejection should also considering

the reputation of a mark gained by intensive and nassive




pronotion, investnent in sone countries in the world by the
owner, and enclosed with Mark registration evidences in many

Countri es;

Considering that whether or not the Plaintiff’'s mark
“SUBVWAY” is classified as a well-known mark and has
substantial and entire simlarity to the Defendant’s mark

“ SUBVWAY” ;

Consi dering that based on Exhibits P-1, P-3 to P-26A it
is evident that the Plaintiff’'s nmark “SUBWAY’ has been

regi stered in many Countries in the world;

Considering that based on Exhibits P-31 to P-31A
connected to Exhibits P-34 and P-35 to P-36A, it is evident
that the Plaintiff’s mark “SUBWAY” has been used and pronoted

in sone Countries in the worl d;

Consi dering that based on Exhibits P-28, P-29 and P-30,
it is evident that the Plaintiff has also registered the mark
“SUBVWAY” with the Directorate General of Intellectual Property
— the Mnistry of Law and Human Rights of the Republic of
| ndonesi a under registration nunber | DWM00368823 on Cctober 5,
2012 for <class of products/ services 30 registered since
Cctober 5, 1992, wunder registration nunber |DW00368814 on
Cctober 5, 2012 for class of products/ services 32 registered
since Qctober 5, 1992, under registration nunber |DWV00281385

on Novenber 22, 2010 for class of products/ services NCL9 43;




VWhereas based on the above considerations, it is also
evident that the Plaintiff has registered the mark *“SUBWAY”

for various classes of products/ services in Indonesia;

Consi dering that based on the above considerations, the
Panel of Judges found that the Plaintiff’s mark *“SUBWAY’ has
met requirenents as a well-known mark as referred to in the
explanation of article 6 paragraph (1) letter b of Law No. 15

of 2001 regardi ng Mark;

Considering that the subsequent issue is to determne
whet her or not between the Plaintiff’s mark *“SUBWAY” of which
the application for its registration has been filed to the
Directorate General of Intellectual Property of the Mnistry
of Law and Human Rights of the Republic of Indonesia on
Cctober 10, 2012 wunder Agenda No. J002012048402 to protect
services included in class 35 has substantial and entire
simlarity to the Defendant’s mark “SUBWAY” which has been
registered with the Drectorate GCeneral of Intellectua
Property of the Mnistry of Law and Human Rights of the
Republic of Indonesia under registration nunber |DW00311168

on June 20, 2011 in class of products/ services 35;

Considering that article 6 paragraph (1) letter a of Law
No. 15 of 2001 regarding Mark specifying that “An application

shall be rejected by the Directorate General if the mark:




a. has substantial and entire simlarity to the mark of
other parties which has already been registered for

sim lar products and/or services”;

Considering that what is neant by substantial simlarity
is a simlarity caused by sone prom nent elenents between one
mark to another, which can create the inpression of simlarity
either from the shape, positioning, witing, conbination of

el enents or fromthe pronunciation in those marks;

Considering that based on Exhibit P-32 connected to
Exhibit P-33, it is evident that the Plaintiff has filed an
application for registration of the mark “SUBWAY” for class of
pr oduct s/ services 35 to the Directorate Ceneral of
Intellectual Property of the Mnistry of Law and Human Ri ghts
of the Republic of Indonesia on OCctober 10, 2012 which is
simlar to the Defendant’s mark “SUBWAY" registered with the
Directorate of Mark of the Directorate General of Intellectual
Property of the Mnistry of Law and Human Rights of the
Republic of Indonesia on February 29, 2012 under registration
number | DMD00349842 for <class of NCL9 35 wth the the
Directorate General of Intellectual Property of the Mnistry
of Law and Human Rights of the Republic of Indonesia, when
viewng from the wording in those Exhibits, both containing
the letters S, U B, W A and Y and al so when pronounced, both
marks containing the word “SUBWAY’, in addition, as the

consi derati ons above, the Plaintiff's mark “SUBWAY” has been




declared as a well-known mark which has been registered in
many Countries, even in the same class including in |Indonesia
long before the Defendant registering its mark “SUBWAY" in

| ndonesi a;

Whereas based on the above considerations, it is evident
that between the Plaintiff’'s mark “SUBWAY” of which the
application for its registration has been filed to the
Directorate of Mark of the Directorate General of Intellectua
Property of the Mnistry of Law and Human Rights of the
Republic of Indonesia on OCctober 10, 2012 for class of
products/ services 35 and the Defendant’s mark “SUBWAY” which
has been registered with the D rectorate of Mirk of the
Directorate General of Intellectual Property of the Mnistry
of Law and Human Rights of the Republic of Indonesia on
February 29, 2012 under registration nunber |DW00349842 for

cl ass of NCL9 35 has substantial simlarity;

Considering that since the Plaintiff’s mark “SUBWAY” as a
wel | -knowmn mark which has been registered, pronoted and
mar keted in sone Counstries including in Indonesia |ong before
the Defendant’s mark “SUBWAY” is registered wth the
Directorate of Mark of the Directorate General of Intellectua
Property of the Mnistry of Law and Human Rights of the
Republic of Indonesia, therefore the Defendant has shared the
fame of the Plaintiff’s mark “SUBWAY”", and therefore the

Def endant also obtain profits from it, the Panel of Judges




found that the Defendant who has registered the mark *“SUBWAY”
with the Directorate of Mark of the Directorate General of
Intellectual Property of the Mnistry of Law and Human Ri ghts
of the Republic of |Indonesia on February 29, 2012 under
regi stration nunber |DWM00349842 for class of NCL9 35 as bad

faith;

Wiereas based on the above considerations, it is
reasonable if the Panel of Judges cancelling the registration
of the Defendant’s mark “SUBWAY” with the Directorate of Mark
of the Directorate General of Intellectual Property of the
M nistry of Law and Human Rights of the Republic of Indonesia
under registration nunber |DW00349842 on February 29, 2012

for class of NCL9 35 with all |egal consequences;

Considering that relating to other evidences which
irrelevant to the Plaintiff’s notion argunents, the said

evi dences will be excluded;

Consi dering that since the Panel of Judges has granted
all of the Plaintiff’s motions, and the Defendant is the
| osing party, it is reasonable if the Panel of Judges
penalize the Defendant to pay the court costs, of which the

anount will be specified in the injunction bel ow

In view of Law Nunber 15 of 2001 regarding Mark and ot her

relevant | aws and regul ati ons;

ADM NI STERI NG JUSTI CES




To declare that the Defendant did not appear nor send any
authorized person as its representative in the hearing,

t hough t he Defendant has been legally and dully sumoned;

To grant the Plaintiff’s notion entirely with verstek;

To declare that the Plaintiff is the sole owner and the
first wuser of the internationally well-known mark
“SUBWAY”, so that the Plaintiff has the exclusive right

to use the mark “SUBWAY”;

To declare that the mark “SUBWAY’ under Registration No.
| DMD00349842 in the name of the Defendant has substanti al

and entire simlarity to the Plaintiff’s mark “SUBWAY”;

To declare the cancellation of the registration of mark
“SUBWAY” under Registration No. |1DwW00349842 in the nane

of the Defendant with all |egal consequences;

To order the Directorate General of Intellectual Property
of the Mnistry of Law and Human Rights of the Republic
of Indonesia to cancel the registration of the mark of
“SUBWAY” under Registration No. |1DWVM00349842 in the nane
of the Defendant from the CGeneral Register of Marks, and
further to announce the cancellation of the registration
of the said mark in Mark Gazette;

To penalize the Defendant to pay the court costs of Rp.
26, 116, 000. 00 (twenty-six mllion one hundred and sixteen

t housand rupi ah);




Passed in the assenbly of the Panel of Judges of the
Commercial Court at the District Court of Central Jakarta on
Tuesday, My 13, 2014 by us, HR IIM NURCHM S H as the
Presi ding Judge, ASWJON, S.H and GOSEN BUTAR- BUTAR, S. H.,
M Hum respectively as Menber Judge, which decision was
pronounced in the hearing open for public by the Presiding
Judge acconpanied by the Menber Judges assisted by WJI
ASTUTI, S.H, acting as the Substitute Clerk in the presences
of the Legal Representatives of the Plaintiff wthout the

presence of the Defendant;

Menber Judges Presi di ng Judge,
( SI GNED) ( S| GNED)
ASWJION, S. H. HR IIMNURCHM S. H
( SI GNED)

GOSEN BUTAR- BUTAR, S.H., M Hum

Substitute d erk,
( SI GNED)
WJl ASTUTI, S.H.

Dengan ini menerangkan bahwa dokumen diatas adajgh terjemahan yang benar dan akurat dari Bahasa
Inggris kgwBahasaBi{dbuesia.
Jakaffds22 Januari S0M

Fat®huro@ik

Sworn & AutheH”iedTranslator
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